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Let’s Learn about Sequence of Patent Prosecution
(1) Filing of Application
An application should include a request, a description, claims, needed drawings and an abstract.
The application should be filed within one year after the applicant’s first application being filed to a
Patent Office usually in his/her own nation, if he/she wishes to claim Paris priority onto the first one.
The official fee for the filing is 15,000 yen irrespective of the number of Claims.

(2) Submission of Priority Documents
If the applicant claims a Paris priority onto the first one, Priority Documents should be submitted
within 1 year and 4 months from the priority date (i.e., filing date of the first Application). No official fee is
incurred.
(3) Publication of Application
The Application is laid open in public one year and six months after the priority date. The
application is published in the Patent Official Gazette and uploaded on the website of the Japan Patent
Office (JPO).
(4) Request for Examination
A Request for Examination should be submitted within 3 years from the (Japanese) filing date (not
the priority date). Without the request within the 3-year period, the application will be deemed to be
withdrawn. If the Japanese application is a national phase one of a PCT application, the applicant
should submit the Request for Examination within 3 years from the International Filing Date. Anyone,
not limited to Applicant, can submit the Request for Examination. An official fee for the Request is not so
cheep, i.e., 168,600 + (no. of claims) x 4,000 yen. A period from the Request to the first Office Action is 26
months in average in accordance with the JPO statistics in 2005. A period from the Request to the
Examiner’s final decision is 32 months in average in accordance with the statistics.
(5) Procedure for Patent Registration
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Once the applicant receives Examiner’s (or Board Examiners’) decision of allowance, he/she should
pay the annual fee for the first to third years within 30 days to obtain a patent right registered. The 30day period can be extended by submission of “Request for Extension” with the official fee of 2,100 yen,
which brings 30-day extension.
The annual fee for the first to third years is 6,900 + (no. of claims) x 600 yen for an application with
the examination requested on or after April 1, 2004; and 34,200 + (no. of claims) x 3,000 yen for an
application with the examination requested before April 1, 2004.
The applicant can maintain the patent right by paying annual fees for the fourth and later years
until 20 years after the filing date. The term of a patent right is extendable up to 25 years after the filing
date by filing an Application for Extension in the fields of medicinal and agricultural chemicals.
(6) Office Action and Response Thereto (Arguments/Amendments)
During the Examination, the Examiner, if having found out the reason of rejection on the
application, will send the applicant an Office Action (notice of reasons for rejection). The applicant can
respond to the Office Action within 3 months, providing Arguments and/or Amendments. The 3-month
term is extendable up to 6 months. One “Request for Extension” submitted before the expiration brings
one-month extension. Up to three Requests are permitted, and a simultaneous submission is also
acceptable. The Request incurs an official fee of 2,100 yen for each. If the amendments increase the
number of claims, they will incur an additional official fee of (increment in claims by amendments) x
4,000 yen.
(7) Appeal to Appeal Board
If the reason of rejection shown in the Office Action is not dissolved even after the response to the
O. A., the Examiner’s decision of rejection will be sent to the applicant. The applicant can appeal to the
Appeal Board in the Japan Patent Office (JPO) against the decision by submitting a Notice of Appeal
within 90 days from the Examiner’s decision. The applicant can submit Amendments within 30 days
from the appealing date. Although an Appeal Brief can be submitted even after the submission of the
Amendments, the Brief is highly recommended to be submitted simultaneously with the Amendments.
The submission of the Amendments brings the Application before the (not Appeal Board) Examiner
prior to review in the Board. The official appeal fee is 49,500 + (no. of claims) x 5,500 yen for Applications
filed on or after April 1, 2004.
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Please note that the due periods were changed on April 1, 2009, as follows. The Notice of Appeal
has to be submitted within 4 months from the Examiner’s decision of rejection. The Amendments
should be submitted simultaneously with the Notice of Appeal. Although an Appeal Brief can be
submitted even after the submission of the Notice of Appeal, the Brief is highly recommended to be
submitted simultaneously with the Notice. These new due periods are applied to Applications that
receive the Examiner’s decision of rejection on or after April 1, 2009.

(8) Appeal to Courts
The applicant can appeal to the Intellectual Property High Court, which is part of the Tokyo
High Court, against the decision of the Appeal Board.
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Let’s Interview Inventor/Applicant
Interview Checklist
1.

Identify background art to be compared with the present invention.

2.

Clarify differences between the present invention and the background art to understand the
problem to be solved by the invention.

3.

Clarify a concrete composition of the invention to such an extent as to enable the invention to
be implemented. For this purpose, you should ask the client to provide rough drawings if
needed or make up such drawings together with the clients.

4.

Discuss and clarify variations of the invention, and enrich the invention. For this purpose,
examine possibilities of the replacement, deletion, generalization, and specification of the
components of the invention.

5.

Clarify coverage of claimed invention, i.e. breadth, levels (such as a system, a product, and a
part), categories and their advantages.

6.

Confirm special circumstances, such as a prior filed application, (a plan of) shipping of the
inventive products, and a (plan of) conference presentation of the invention.

7.

Clarify the schedule until the completion of filing, such as when the draft documents will be
sent to the client and when the application will be filed.
If the client is a small-and-medium-sized business or an independent inventor, the following

items should further be taken into account.
8.

Explain that the invention should be kept secret at earliest until the filing date has passed.

9.

Confirm that the invention has not yet been placed in public. (Most important among abovestated item 6.)

10. Propose a possibility of obtaining a wide range of IP rights as well as or instead of Patent right
(such as, possibility, advantage and disadvantage of Utility Model registration, Design
registration, Trademark registration, keeping secret as Know-how, Copyright, and so on) .
11. Explain the value of a foreign application depending on the place (nation) of manufacturing
and selling.
12. Show costs that will be incurred until obtaining the rights.
13. Explain that it should be determined taking into account a cost performance whether to file the
application.
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14. Explain how to deal with an employee invention, in the case of the employee invention (such as,
how to identify inventor(s), an assignment of a right to obtain a patent, and an in-house
regulation on remuneration).
15. Request the production of Power of Attorney.
16. Request a certificate to identify name, residence, and representative (such as a certified copy of
corporate registration (for legal entity) or a certified copy of certificate of residence (for
independent applicant).
17. Explain prior-art search (such as, (i) two values of the search (evaluation of possibility of
obtaining a right, evaluation of possibility of working without infringing others’ rights), (ii) two
methods of the search (conducted by the client and you), (iii) how to conduct the search (if the
client wishes to conduct by him/her-self), (iv) a cost for the search (if the client wishes you to
conduct), and (v) that the client him/her-self should determine whether and how to conduct the
search).
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Key to Enrichment of Invention
Key Words
↑ Generalization -----←─ ─→ Variation -----↓ Specification ------

What for?
Replace
How?

Delete

Broadening

Add

Narrowing

Let’s Design Claims
<Configuration>

<Advantage>

1

Combination of Pencil, Tube & Eraser

Easy to manufacture

└2

Plastic Tube

Much easier to manufacture

│└3

No Adhesive

Adjustable

├┼─4

Adhesive

Easily bonded

└┴┴┴5

Polygonal Tube

Hardly rolling

││││└6

Circular Pencil

Easy to grip

└┴┴┴──7

Circular Pencil, Tube & Eraser

Low costs

Consider Unity of Invention
Key words --- special technical character
A special technical character means a technical character that is
(1) not found within one prior technique;
(2) not obtained by adding, deleting or replacing a well-known or commonly used technique, to or
from one prior technique without bringing a new advantageous effect; and
(3) not a mere design modification of one prior technique.
The unity of invention is determined between claim 1 and each of other claims. Claim 1 plays a
central role, like the sun in the solar system, in determination of unity of invention. If claim 1 and
another claim N each have a special technical character, and the special technical characters are
identical or related between claims 1 and N, then claim N satisfies unity of invention with claim 1. Only
claim 1 and claims satisfying unity of invention with claim 1 are examined on other patentability
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requirements, such as inventive step. For other claims, lack of unity of invention will be pointed out in
the notification of reasons for rejection.
Since all claims dependent on claim 1 share the same special technical character with claim1,
these dependent claims also satisfy unity of invention with claim 1. Further, since all claims dependent
on claim N share the same special technical character with claim N, these claims dependent on claim N
also satisfy unity of invention with claim 1. Therefore, it is time-effective to start the determination of
unity of invention from independent claims.
Example of claims having identical special technical characters: <ref.“Examination Standard”>
Ex.

claim 1 : Polymer A.
claim 2 : A food container consisting of polymer A.

Examples of claims having related special technical characters: <ref.“Examination Standard”>
Ex 1.

“Product X” and “method, machine, tool, device, or others for manufacturing a product”
suited for manufacturing the product X.
The phrase “suited for---” here means that the special technical character of the method
or the like necessarily brings the special technical character of the product X, for
example.

Ex 2.

“Product X” and “method for using a product” suited for using the product X.
The phrase “suited for---” here means that the special technical character of the method
uses property or function specific to the special technical character of the product X, for
example.

Ex. 3

“Product X” and “method or product for treating a product” suited for treating the
product X.
The phrase “suited for---” here means that the special technical character of the method
or the like applies an external action to the special technical character of the product X
so as to necessarily maintain or fulfill the function of the special technical character of
the product X, basically with the product essentially unchanged, for example.

Ex. 4

“Method Y” and “machine, tool, device, or others directly used for using a method” suited
for direct use for using the method Y.
The phrase “suited for---” here means that the special technical character of the machine
or the like is directly used for the use of the special technical character of the method Y.

If claim 1 does not have a special technical character, unity of invention is not satisfied in an
accurate sense. However, in this case, the following exceptional treatment is allowed. First, it should be
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determined whether claim L directly dependent thereon and the smallest in claim number, which is
often claim 2, has a special technical character or not. If claim L has, then claim L and its all dependent
claims are treated as satisfying unity of invention with claim 1.
If claim L does not, the next claim M directly dependent thereon and the smallest in claim
number should be subjected to a test. The test is to ask whether (i) claim M adds a technical character
weak in technical relevance with the former claim (i.e., claim directly depended on) and (ii) the concrete
problem to be solved understood from the added technical character is also weak in technical relevance
with the former claim. As long as the answer is “No,” the test is performed for one claim after another.
Claim L and all claims M given “No” answer are treated as satisfying unity of invention with claim 1.
During these successive tests, if one claim M given “No” answer has a special technical character, then
this claim M and its all dependent claims are also treated as satisfying unity of invention with claim 1.
Note that claim L, which is often claim 2, is always treated as satisfying unity of invention with claim 1.
If the results of examination on patentability requirements other than on unity of invention for
the claims satisfying unity of invention in accordance with these successive tests can apply to other
claims, such as claims different from the claims satisfying unity of invention only in literal expression,
like different merely in category, these other claims are treated as satisfying unity of invention with claim
1.

Consider Order of Filling
A broader claim and a narrower claim covered by the broader claim, if those claims are filed in
separate applications, should be filed on the same day or in a broader-first order, and should not be filed
in a broader-last order. Otherwise, the last application is to be rejected on the basis of the first application
under the first-to-file rule stipulated in Section 39(1) of the patent law. It is, for safety, desirable to file
claimed inventions strongly related with each other on the same day, if they are filed in separate
applications.
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Consider Enforcement of Patent Right
You have also to consider the enforcement of a patent right that the applicant will obtain
through the application. Working a patented invention in business without permission of a patentee
constitutes an infringement of the patent right (i.e. direct infringement).
The “working” means manufacturing, use, assignment, export, import, or offer for assignment of
a product, and use of a process. As to a manufacturing process, the “working” means the working of a
product manufactured by use of the manufacturing process, as well as the use of the manufacturing
process itself. It is harder to enforce a patent right for an invention of a process or manufacturing process
than a product because of hardship to prove an alleged infringer’s in-house acts. Therefore, you should
place priority onto a product invention in a claim design if possible.
In addition, working (excluding use and export), in business without permission of a patentee, a
product to be used exclusively for manufacturing the patented product or using the patented process
constitutes an infringement of the patent right (i.e. indirect infringement). Working (excluding use and
export), in business without permission of a patentee, a product used for manufacturing the patented
product or using the patented process (other than that generally distributed in Japan) indispensable for
the patented invention to solve its problem with knowing that the invention is patented and the product
is to be used for working the invention also constitutes an infringement of the patent right (i.e. indirect
infringement). It is harder to prove the fact of indirect infringement than the direct one because more
requirements should be proven. Therefore, such claim design is desirable as to enable enforcement of
patent right without relying on the indirect infringement.
Note that a private manufacturing or use, i.e. not a business one, constitutes no infringement.

Consider Description Requirements
Claims and a specification should fulfill the description requirements. Claimed inventions
should have a support in the specification, and should be clear. The recitation of claims should be concise.
The specification should describe the claimed inventions so clearly and in detail as to enable a person
with ordinary skill in the art to work the claimed inventions. In general, it is more advantageous to write
each claim with less words to broaden its scope, whereas to write a specification in more detail to well
support claimed inventions and prepare for narrower claims to be provided in future amendments.
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Check List of Specification
[ ] Are the interview and/or inventor’s proposal correctly reflected?
[ ] Is selection of background art correct?
[ ] Is analysis of background art correct?
[ ] Is understanding of a problem to be solved clear and correct?
[ ] Is design of claims appropriate (e.g., as to categories, levels (system-product-parts), upper-lower
concepts, various view points)
[ ] Do claims not contain unnecessary limitations?
[ ] Do the claimed inventions solve the problem that the background art has?
[ ] Is any technical term one of (i) an academic term, (ii) a commonly used term in the field of the
invention, and (iii) a defined term?
[ ] Are claimed inventions clear?
[ ] Are claims easy to read and understand?
[ ] Are descriptions of functions and advantageous effects of the invention appropriate?
[ ] Does a title of invention correspond to the end words of claims?
[ ] Are all the elements in claims shown in drawings?
[ ] Do drawings not contain erroneous description (ex. flowchart)?
[ ] Do embodiments disclose the claimed inventions to such an extent as to enable them to be
worked?
[ ] Are corresponding relations between the description in the specification and the limitations in the
claims clear?
[ ] Are all needed for embodiments described?
(i) configurations, operations (functions), advantageous effects;
(ii) preferred forms, shapes, materials, rated values, or numerical values in relation to each
components, and their reasons (or advantages);
(iii) advantageous effects specific to each of plural embodiments; and
(iv) variations (replacement, deletion, generalization).
[ ] Are embodiments easy to read and understand?
[ ] Is there contained sufficient amount of drawings for easy understanding?
[ ] Is there contained other embodiments or variations to fill in gaps between broad claims and
specific embodiments?
[ ] Is there not contained variations that are not covered even by the broadest claim?
[ ] For inventions containing numerical limitations, is there described a basis for the limitation
(either of experiments, simulations, or theories)?
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[ ] Are the same terms used in the same sense?
[ ] Are abbreviations accompanied by definitions by their full names?
[ ] Are many similar words unclear in difference in meaning not used?
[ ] Are there not contained long overlaps in description between different embodiments?
[ ] Are there not contained descriptions pointing out disadvantages of other embodiments?
[ ] Are the descriptions of Brief Description of Drawings appropriate?
[ ] Does Reference Signs List contain all the components corresponding to those in the claims?
[ ] Does Reference Signs List contain names of components in the claims with parentheses ( )
accompanying names of components in the embodiments, like “12 MOS transistor (switching
element).”
[ ] Is Abstract not longer than 10 lines (in Japanese)?
[ ] Are the selection of Selected Figure in Abstract and the description of Abstract appropriate?
[ ] Is there added value (contents beyond inventor’s original proposal)?

Try! Claim Drafting
Try drafting claims freely irrespective of the above-described example, within 30 minutes.
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Prepare Application Documents
【Document Name】

Request for Patent

【Reference Number】

PJP12-0001

【Submission Date】

July 13, Heisei 21(2009)
Director General of Japan Patent Office

【Receiver】

【International Patent Classification】

B43K 29/00

【Inventor】
【Residence or Domicile】

XXXX YYYY ZZZZ
Coffee Cup

【Name】
【Inventor】
【Residence or Domicile】

UUU VVV WWW
Ice Cream

【Name】
【Patent Applicant】
【Identification Number】

987654321

【Residence or Domicile】

PPP QQQ RRR
Curry Stew

【Name】
【Representative】

【Identification Number】

876543210

【Attorney】
Rice Field

【Name】
【Telephone Number】
【Contact】

12-3456-7890

Person Responsible

【Indication of Charges】
【Transfer Number】
【Amount of Payment】

99998888
15000

【List of Submitted Objects】
【Object Name】

Specification

1

【Object Name】

Claims

１

【Object Name】

Abstract

１

【Object Name】

Drawings

１

【Number of General Power of Attorney】 9876543
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【Document Name】

Specification

【Title of Invention】 Writing Tool
【Technical Field】
【0001】
The present invention relates to a writing tool, and in particular, relates to a writing tool having a
pencil and an eraser.
【Background Art】
【0002】
A pencil has been the most useful writing tool in our daily or business lives for long time ever since the
invention thereof was made as describe in Non Patent Literature 1. The pencil always brings an eraser
with it, like a dog lover does a dog. Without an eraser, a pencil would almost be useless. A plastic eraser,
disclosed in Patent Literature 1, for example, has now almost replaced a traditional rubber eraser.
【0003】
These two writing tools are separately used although they are almost siblings. As a result, a user has
sometimes to look for an eraser to erase his penciled writing. Patent Literature 2 discloses a pencil
having an eraser on its end as shown in Fig. 6. When a user erases his writing, he only need rotate the
pencil, hold it up side down, and rub the writing with the eraser secured on the end. Using the pencil,
the user does not have to search for an eraser when needed.
【0004】
The pencil holds the eraser inserted into a larger bore communicating with a smaller bore for a lead.
The pencil, in other words, replaces a lead with an eraser on its one end. The user can sharpen the end
to use the eraser like sharpening the other end as usual for penciling. The user can advantageously
erase penciled writing within a limited small area.
【0005】
However, since the pencil barrel has two bores different in diameter, the pencil barrel itself is not the
same as that of an ordinary pencil that does not have an eraser. Therefore, a pencil manufacturer has to
prepare two types of barrels having and not having the two bores to manufacture two types of pencils
having and not having an eraser. This raises manufacturing costs. The process step of forming the two
bores itself also requires higher costs than of forming a single bore only for the lead.
【Citation List】
【Patent Literature】
【0006】
【PTL1】 Unexamined Japanese Patent Publication No. 65-499999 <fictional>
【PTL2】 US Patent No. 19783
【Non Patent Literature】
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【0007】
【NPL 1】 Fresh Fish “History of Writing Tool” Potato Press (July 1981) p.123- 345 <fictional>
【Summary of Invention】
【Technical Problem】
【0008】
It is therefore an object of the present invention to solve the above-mentioned conventional problem,
and to provide a writing tool easier to manufacture and therefore lower in manufacturing costs.
【Solution to Problem】
【0009】
The first aspect of the present invention is directed to a writing tool comprising a pencil, a tube, and a
columnar eraser. An end portion of the pencil is inserted into a bore of the tube from a first end of the
tube. The tube is secured to the pencil. The eraser is inserted into the bore of the tube from a second end
of the tube so as to contact the pencil, is secured to the tube, and protrudes from the second end of the
tube.
【0010】
According to this configuration, the pencil can be an ordinary pencil that does not have an eraser.
Therefore, a manufacturer does not have to prepare a pencil different from the ordinary one to
manufacture the writing tool according to this configuration. The tube can be prepared by cutting a long
tube. The eraser can also be prepared by cutting a long column of eraser. Thus, the writing tool
according to this configuration can be manufactured by a simple process and at low costs.
【0011】
The second aspect of the present invention is the writing tool according to the first aspect of the present
invention, wherein the tube is a plastic tube.
【0012】
According to this configuration, the tube can be prepared by easily cutting out a long plastic tube, and
therefore, the manufacturing costs can further be reduced.
【0013】
The third aspect of the present invention is the writing tool according to the second aspect of the
present invention, wherein a lateral inner surface of the plastic tube is smaller in natural diameter than
lateral outer surfaces of the pencil and the eraser, and the pencil and the eraser are tightly inserted into
the tube from opposite ends thereof so as to contact each other and thereby secured to the tube without
adhesive.
【0014】
According to this configuration, since the plastic tube is secured to the pencil and the eraser without
adhesive, the plastic tube can be moved toward the other end of the pencil, i.e. the pencil tip a little by
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little, as the eraser is used and becomes shorter. Thus, an appropriate amount of the protrusion of the
eraser from the tube can be secured even though the eraser is shortened through the use thereof. It
should be noted that the words “natural diameter” mean a diameter before the insertion in the present
specification.
【0015】
The fourth aspect of the present invention is the writing tool according to the first or the second aspect
of the present invention, wherein the tube, the pencil and the eraser are bonded with adhesive.
【0016】
According to this configuration, the tube, the pencil and the eraser are easily secured through the
adhesive.
【0017】
The fifth aspect of the present invention is the writing tool according to any one of the first to fourth
aspects of the present invention, wherein a lateral outer surface of the tube has a polygonal cross section.
【0018】
According to this configuration, since the lateral outer surface of the tube has a polygonal cross section,
the writing tool is prevented from rolling on and dropping from a desk or the like.
【0019】
The sixth aspect of the present invention is the writing tool according to the fifth aspect of the present
invention, wherein a lateral outer surface of the pencil has a circular cross section.
【0020】
According to this configuration, since the lateral outer surface of the pencil has a circular cross section,
the pencil is easy to grip, and at the same time, the writing tool is prevented from rolling and dropping
similarly to an ordinary polygonal pencil.
【0021】
The seventh aspect of the present invention is the writing tool according to any one of the first to fourth
aspects of the present invention, wherein lateral outer surfaces of the pencil and the eraser each have a
circular cross section, and lateral outer and inner surfaces of the tube each have a circular cross section.
【0022】
According to this configuration, since the lateral outer surface of the pencil has a circular cross section,
the pencil is easy to grip. In addition, since the lateral outer and inner surfaces of the tube each have a
circular cross section, the tube can be prepared easily and at low costs by cutting an ordinary circular long
tube.
【Advantageous Effects of Invention】
【0023】
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As described above, according to the present invention, a writing tool easier to manufacture and
therefore lower in manufacturing costs can be implemented.
【Brief Description of Drawings】
【0024】
【Fig. 1】 A perspective view illustrating a writing tool according to the first embodiment of the
present invention.
【Fig. 2】 An elevational view illustrating use of the writing tool according to the first embodiment of
the present invention.
【Fig. 3】 A process drawing illustrating the process steps of manufacturing the writing tool
according to the first embodiment of the present invention.
【Fig. 4】 A perspective view illustrating a writing tool according to the second embodiment of the
present invention.
【Fig. 5】 A perspective view illustrating a writing tool according to the third embodiment of the
present invention.
【Fig. 6】 A perspective view and a longitudinal section view illustrating a writing tool according to
the conventional art.
【Description of Embodiments】
【0025】
(First Embodiment)
Fig. 1 is a perspective view illustrating a writing tool according to the first embodiment of the present
invention. The writing tool 101 according to the first embodiment has a pencil 1, an eraser 2, and a tube
3. The pencil 1 is an ordinary pencil having a lead 11 and barrel 12. In this embodiment, the pencil 1 has
a lateral outer surface having a circular cross section like a round bar. This circular shape allows a user
to easily grip the pencil.
【0026】
The tube 3 is a circular tube formed of plastic having adequate rigidity and elasticity. The eraser 2 is a
plastic eraser for example, and has a lateral outer surface having a circular cross section similarly to the
pencil 1. The lateral inner surface of the plastic tube 3 is slightly smaller in natural diameter, i.e.,
diameter before insertion, than the lateral outer surfaces of the pencil 1 and the eraser 2. The pencil 1
and the eraser 2 are tightly inserted into the tube 3 from opposite ends of the tube 3 and contact each
other. Thus, the pencil 1 and the eraser 2 are secured to the tube 3 without adhesive. The eraser 2
protrudes from one end of the tube 3.
【0027】
Configured as described above, the writing tool 101 enables a user to erase his/her penciled writing
without searching for a separate eraser. In addition, since the tube 3 is secured to the pencil 1 and eraser
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2 without adhesive but with friction, the user can, as shown in Fig. 2, move the tube 3 toward the tip of
the pencil 1 a little by little as an arrow S3 shows, as the eraser 2 is used and shortened. In other words,
the longitudinal position of the tube 3 is adjustable for the length of the eraser 2. Thus, an appropriate
amount of the protrusion of the eraser 2 from the tube 3 can be secured even though the eraser 2 is
shortened through its use.
【0028】
Fig. 3 is a process drawing illustrating the process steps of manufacturing the writing tool 101. As
shown in Fig. 3(a), the process provides a long plastic tube 30. Thereafter, the tube 30 is cut out into
numerous tubes 3. A symbol D3 denotes an inner diameter of the tube 30.
【0029】
Similarly, as shown in Fig. 3(b), the process provides a long circular bar of eraser 20. Thereafter, the
eraser 20 is cut out into numerous erasers 2. A symbol D2 denotes an outer diameter of the eraser 20.
【0030】
As shown in Fig. 3(c), the process further provides a pencil 1. The tube 3, the eraser 2 and the tube 3
can be prepared in any order. The pencil 1 is tightly inserted into the tube 3 from one end of the tube 3 as
shown by an arrow S2. The eraser 2 is also tightly inserted into the tube 3 from the other end of the tube
3 as shown by an arrow S3. The arrows S2 and S3 each only illustrate a relative movement, and do not
exclude the movement of the tube 3 toward stationary pencil 1 and eraser 2. It should be noted that the
inner diameter D3 of the tube 3 is slightly smaller than a diameter D1 of the pencil 1 and the diameter
D2 of the eraser 2 before the insertion.
【0031】
As shown in Fig. 3(d), the pencil 1 and eraser 2 are inserted so as to contact each other and to allow the
eraser 2 to protrude from one end of the tube 3. No adhesive is applied to secure the tube 3 to the pencil 1
and the eraser 2. The pencil 1 and the eraser 2 are secured to the tube 3 without adhesive but with
friction caused by the tight insertion. For this purpose, the plastic tube 3 has an adequate amount of both
rigidity and elasticity.
【0032】
Since the pencil 1 can be an ordinary pencil, a manufacturer does not have to prepare a pencil different
from the ordinary one to manufacture the writing tool 101. Further, the tube 3 can easily be prepared by
cutting a long tube 30, and the eraser 2 can also easily be prepared by cutting a long column of eraser 20.
Especially, it is easy to cut a plastic tube 3 and eraser 20. Thus, the writing tool 101 can be manufactured
by a simple manufacturing process and at lower costs. In addition, being a circular tube, the long tube 30
can be prepared easily and at lower costs. This also contributes to the easiness and low costs of the
manufacturing process of the writing tool 101.
【0033】
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(Second Embodiment)
Fig. 4 is a perspective view illustrating a writing tool according to the second embodiment of the
present invention. The writing tool 102 according to the second embodiment has a pencil 4, an eraser 5,
and a tube 6. The pencil 4 is an ordinary pencil having a lead 41 and barrel 42. The writing tool 102
differs from the writing tool 101 in that the pencil 4 has a lateral outer surface having a hexagonal cross
section like a popular ordinary pencil, the eraser 5 also has a lateral outer surface having a hexagonal
cross section similarly to the pencil 4, and further, the tube 6 has a lateral inner and outer surfaces each
having a hexagonal cross section.
【0034】
The lateral inner surface of the plastic tube 6 is slightly smaller in natural diameter than the lateral
outer surfaces of the pencil 4 and the eraser 5 similarly to the tube 3 of the writing tool 101. Since the
cross section is not circular in the pencil 4, the eraser 5 or the tube 6, their diameters are compared with
each other for the corresponding diagonal positions. The pencil 4 and the eraser 5 are tightly inserted
into the tube 6 from opposite ends of the tube 6 and contact each other. The pencil 4 and the eraser 5 are
secured to the tube 6 without adhesive. The eraser 5 protrudes from one end of the tube 6.
【0035】
Configured as described above, the writing tool 102 shares almost all of the advantages of the writing
tool 101. In addition, since the lateral outer surface of the tube 6, which is thicker than that of the pencil 4,
has a hexagonal cross section, the writing tool 102 is prevented from rolling on and dropping from a desk
or the like.
【0036】
(Third Embodiment)
Fig. 5 is a perspective view illustrating a writing tool according to the third embodiment of the present
invention. The writing tool 103 according to the third embodiment differs from the writing tool 101 in
that the tube 3 is replaced with a tube 7. The tube 7 has a lateral inner surface having a circular cross
section and a lateral outer surface having a hexagonal cross section.
【0037】
The lateral inner surface of the plastic tube 7 is slightly smaller in natural diameter than the lateral
outer surface of the pencil 1 and the eraser 2 similarly to the tube 3 of the writing tool 101. The pencil 1
and the eraser 2 are tightly inserted into the tube 7 from opposite ends of the tube 7 and contact each
other. The pencil 1 and the eraser 2 are secured to the tube 7 without adhesive. The eraser 2 protrudes
from one end of the tube 7.
【0038】
Configured as described above, the writing tool 102 shares almost all of the advantages of the writing
tool 101. In particular, since the lateral outer surface of the pencil 1 has a circular cross section, the pencil
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1 is easy to grip. In addition, since the lateral outer surface of the tube 7, which is thicker than that of the
pencil 1, has a hexagonal cross section, the writing tool 103 is prevented from rolling on and dropping
from a desk or the like similarly to the writing tool 102.
【0039】
(Variations)
(1) In above-described embodiments, the tubes 3, 6 and 7 are secured to the pencils 1 and 4, and the
erasers 2 and 5 without adhesive. However, these elements can be secured by adhesive instead. In this
configuration, the lateral inner surfaces of each of the tubes 3, 6 and 7 do not each have to be smaller in
natural diameter than the lateral outer surface of a corresponding one of the pencils 1 and 4 and a
corresponding one of the erasers 2 and 5.
【0040】
(2) In above-described embodiments, the tubes 3, 6 and 7 are formed of plastic. However, the tubes 3,
6 and 7 can also be formed of other material than plastic, such as metal.
【0041】
(3) In above-described embodiments, the tubes 6 and 7 each have a lateral outer surface having a
hexagonal cross section. However, the lateral outer surface can be polygonal in general.
【Industrial Applicability】
【0043】
Since the writing tool according to the present invention advantageously allows easier manufacturing
and lower manufacturing costs, the writing tool is industrially applicable.
【Reference Signs List】
【0044】
1, 4 pencil
2, 5 eraser
3, 6, 7 tube
101, 102, 103 writing tool
【Document Name】

Claims

【Claim 1】
A writing tool comprising:
a pencil;
a tube, an end portion of the pencil being inserted into a bore of the tube from a first end of the tube,
and the tube being secured to the pencil; and
a columnar eraser inserted into the bore of the tube from a second end of the tube so as to contact the
pencil, secured to the tube, and protruding from the second end of the tube.
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【Claim 2】
The writing tool according to claim 1, wherein the tube is a plastic tube.
【Claim 3】
The writing tool according to claim 2, wherein
a lateral inner surface of the plastic tube is smaller in natural diameter than lateral outer surfaces of
the pencil and the eraser, and the pencil and the eraser are tightly inserted into the tube from opposite
ends thereof so as to contact each other and thereby secured to the tube without adhesive.
【Claim 4】
The writing tool according to claim 1 or 2, wherein
the tube, the pencil and the eraser are bonded with adhesive.
【Claim 5】
The writing tool according to any one of claims 1 to 4, wherein a lateral outer surface of the tube has a
polygonal cross section.
【Claim 6】
The writing tool according to claim 5, wherein a lateral outer surface of the pencil has a circular cross
section.
【Claim 7】
The writing tool according to any one of claims 1 to 4, wherein lateral outer surfaces of the pencil and
the eraser each have a circular cross section, and lateral outer and inner surfaces of the tube each have a
circular cross section.
【Document Name】

Abstract

【Abstract】
【Technical Problem】 To provide a writing tool easier to manufacture and therefore lower in
manufacturing costs.
【Solution to Problem】 A writing tool 101 has a pencil 1, an eraser 2, and a plastic tube 3. The pencil
1 is an ordinary pencil. The plastic tube 3 has adequate rigidity and elasticity. The lateral inner surface
of the plastic tube 3 is slightly smaller in natural diameter, i.e., diameter before insertion, than the lateral
outer surfaces of the pencil 1 and the eraser 2. The pencil 1 and the eraser 2 are tightly inserted into the
tube 3 from opposite ends of the tube 3 and contact each other. Thus, the pencil 1 and the eraser 2 are
secured to the tube 3 without adhesive. The eraser 2 protrudes from one end of the tube 3.
【Selected Figure】 Fig. 1
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【Document Name】

Drawings

【Fig. 1】

【Fig. 2】

【Fig. 3】
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【Fig. 4】

【Fig. 5】

【Fig. 6】

<Fig.6 obtained fromwebsite: http://www.ntspat.co.jp/rpt/maruyama.pdf; uploaded byMitsunori Maruyama>
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*Suppose hereinafter that the application was filed with claims 1 and 2, and does not contain
the corresponding paragraphs [0013] to [0022].

Let’s Request Examination
【Document Name】

Request for Examination

【Reference Number】

PJP12-0001

【Submission Date】

July 13, Heisei 24(2012)
Director General of Japan Patent Office

【Receiver】
【Indication of Application】

【Application Number】
【Number of Claims】

2009-445566
2

【Person who Request】
【Identification Number】
【Name】

987654321
Curry Stew

【Representative】
【Identification Number】

876543210

【Attorney】
【Name】

Rice Field

【Indication of Charges】
【Transfer Number】

99998888

【Amount of Payment】

176600

Request for Examination should …
The request for examination should be submitted within 3 years from the filing date, not the
priority date. No extension is allowed. Do not miss the period. Otherwise, the application shall be
regarded to be withdrawn.
Fee payment for the request for examination can be postponed within one year from the request
for examination. This postponement applies to the request for examination submitted by an applicant
on or after April 1, 2009. Overseas applicants also can enjoy this postponement. To enjoy the
postponement, the applicant has to indicate his/her intension to enjoy it in the request for examination.
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The postponement of the payment has no effect on an examination queue. Note that the period for the
request for examination is unchanged whether the applicant intends to enjoy the postponement or not.
This new practice of payment for the request for examination was introduced in view of the
current economic recession, and therefore planed to be effective only for two years from April 1, 2009.

Here comes! Notification of Reasons for Rejection
Reference No.: PJP12-0001

Sending No.: 987654

Sending Date: September 13, Hei 26 (2014)

Number of Patent Application

2009-445566

Drafting Date

September 7, Hei 26 (2014)

JPO Examiner

Orange Juice

Representative of Patent Applicant

Rice Field

Applied Article

Section 29(1), Section 29 (2)

This application shall be rejected for the reason(s) shown below. Should you have any argument,
you can submit a statement within 3 months from the date of the sending of this notification.
Reason
1.

Since the invention claimed in the present application shown below was described in a

publication or made available to the public through electric telecommunication lines in Japan or overseas
countries prior to the filing of the patent application, the applicant cannot obtain a patent for the
invention under Section 29 (1) of the Patent Law. <ref.translation byAIPPI Japan>
2.

Since the invention claimed in the present application shown below could have easily been made,

prior to the filing of the patent application, by a person with ordinary skill in the art to which the
invention pertains, on the basis of an invention described in a publication shown bellow, the applicant
cannot obtain a patent for the invention under Section 29 (2) of the Patent Law.
AIPPI Japan>

Note
Re. Reason 1
・Claim(s)

1

・Cited Reference(s)

1
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<ref. translation by

・Remarks
The reference 1 discloses a pencil having a columnar eraser on its end. The eraser is secured to
the pencil by a tin tube.
Re. Reason 2
・Claim(s)

2

・Cited Reference(s)

1

・Remarks
The reference 1 discloses a pencil having a columnar eraser on its end secured to the pencil by a
tin tube. The reference 1 does not disclose a plastic tube. However, to replace the tin tube with the plastic
one is within a design modification that could have easily been made by a person with ordinary skill in
the art to which the invention pertains prior to the filing of the present application.

List of Cited Reference
1. Unexamined Japanese Patent Publication No. 67-499999 <fictional>

A tin tube is secured to a pencil with its nails bent inwardly from its cylindrical main portion. An
eraser is secured to the tube also with the nails. The nails bite the lateral outer surfaces of the pencil and
the eraser. Thus, the tube is secured to both the pencil and the eraser by nail-biting.

Consider Inventive Step
Inventive step of a claimed invention is determined in accordance with the following procedure
sequence. <Translation from JPOAppeal Division “Report ofInventive Step Study Meeting” March 2007>
(1) Identify a claimed invention.
The claimed invention is identified on the basis of the description of the claim unless particular
circumstances are found.
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(2) Identify a reference invention.
The matter derived from the technical common knowledge can provide a base of the
identification of the reference invention.
(3) Identify consistency and difference between the claimed and reference inventions.
(4) Evaluate the difference (try reasoning of no inventive step).
Reasoning of no inventive step is tried. If the reasoning is successful, the inventive step is denied,
and otherwise, not denied.
The reasoning can be made from various view points and a wide range of perspective.
Specifically, the reasoning from the following perspective is usually made.
- Whether the configuration corresponding to the difference is a selection of the optimum material, a
design modification, or a mere aggregation (such as a design matter), or not.
- Whether there is a motivation for combination or replacement in relation to the configuration
corresponding to the difference or not.
- Whether there is an advantageous effect in comparison with the reference invention or not.
In general, if there is not found an evidence showing the configuration corresponding to the
difference, it is determined whether the configuration corresponding to the difference is a design matter
or not. If there is, on the contrary, found the evidence showing the configuration corresponding to the
difference, it is determined whether there is a motivation for the combination or replacement to the
configuration in view of relevance in technical field, consistency in problem to be solved, consistency in
action or function, suggestion in the content of the reference invention, and so on. However, if a
publication contains such a description as to prevent such reasoning (i.e., teaching away), the invention in
the publication lacks eligibility for a reference invention. Further, if an advantageous effect compared
with the reference invention can clearly be understood from the specification or the like, the effect is
taken into account as a fact useful to infer the presence of inventive step.
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Example of Determination Sequence of Inventive Step
<Translation fromJPOAppeal Division “Reportof Inventive Step StudyMeeting”March 2007>

Identify a claimed invention
Identify a reference invention
Identify consistency and difference
[Evaluate the difference]
Is a configuration corresponding to the difference shown in an evidence?

Yes

No

Whether combination or replacement to the

Whether the configuration corresponding to

configuration is easy or not.

the difference is a design matter or the like,
or not.
(1) selection of the optimum material

(1) relevance in technical field
or

from known materials
(2) selection of an optimum or

(2) consistency in problem to be solved
or

suitable range of number
(3) replacement with an equivalent

(3) consistency in action or function
or

(4) design modification resulting from

(4) suggestion in the content

the specific application of the
technique

Whether there is such a factor as to
prevent the combination or

Whether there is an effect beyond

replacement of the configuration or
not.

No
Yes
Iinventive Step

expectation or not.

Yes

Is there an effect

No

Yes

No

beyond expectation?
No Inventive Step
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Inventive Step

Consider “Shift Amendment”
For an application filed on or after April 1, 2007, such an amendment after receiving a
Notification of Reasons for Rejection is prohibited that the amended claims and all the claims already
examined on patentability requirements other than unity of invention cannot satisfy unity of invention.
Such an amendment is called “shift amendment.” The “shift amendment” constitutes a reason for
rejection.
In other words, the unity of invention of the claims amended after receiving the Notification of
Reasons for Rejection should be determined, not by neglecting but by counting all the claims already
examined on patentability requirements other than unity of invention before the amendment. You
should regard the amended claims as being recited together with all the claims already examined on
patentability requirements other than unity of invention before the amendment, and determine whether
unity of invention is found or not among these claims in accordance with the sequence described in
“Consider Unity of Invention.”

Try! Claim Amendments
<Amendments>

<Configuration>

<Advantage>

Delete:

1

Combination of Pencil, Tube & Eraser

Easy to manufacture

Delete:

└2

Plastic Tube

Much easier to manufacture

New Claim 1:

│└3

No Adhesive

Adjustable

Delete:

├┼─4

Adhesive

Easily bonded

New Claim 2:

└┴┴┴5

Polygonal Tube

Hardly rolling

New Claim 3:

││││└6

Circular Pencil

Easy to grip

New Claim 4:

└┴┴┴──7

Circular Pencil, Tube & Eraser

Low costs
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Respond to Notification of Reasons for Rejection
【Document Name】

Amendments

【Reference Number】

PJP12-0001

【Submission Date】

December 13, Hei 26 (2014)
Director General of Japan Patent Office

【Receiver】
【Indication of Case】

【Application Number】

2009-445566

【Person who Amends】
【Identification Number】

987654321
Curry Stew

【Name】
【Representative】

【Identification Number】

876543210

【Attorney】
Rice Field

【Name】

【Number of Increased Claim(s)】

2

【Amendment 1】
【Name of Amended Document】 Claims
【Items Amended】

Entire Text

【Way of Amendment】

Modification

【Content of Amendment】
【Document Name】

Claims

【Claim 1】
A writing tool comprising:
a pencil;
a tube, an end portion of the pencil being inserted into a bore of the tube from a first end of the tube,
and the tube being secured to the pencil; and
a columnar eraser inserted into the bore of the tube from a second end of the tube so as to contact the
pencil, secured to the tube, and protruding from the second end of the tube, wherein
the tube is a plastic tube, a lateral inner surface of the plastic tube is smaller in natural diameter than
lateral outer surfaces of the pencil and the eraser, and the pencil and the eraser are tightly inserted into
the tube from opposite ends thereof so as to contact each other and thereby secured to the tube without
adhesive.
【Claim 2】
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The writing tool according to claim 1, wherein a lateral outer surface of the tube has a polygonal cross
section.
【Claim 3】
The writing tool according to claim 2, wherein a lateral outer surface of the pencil has a circular cross
section.
【Claim 4】
The writing tool according to claim 1, wherein lateral outer surfaces of the pencil and the eraser each
have a circular cross section, and lateral outer and inner surfaces of the tube each have a circular cross
section.
【Indication of Charges】
【Transfer Number】

99998888

【Amount of Payment】
【Document Name】

8000
Statement

【Reference Number】

PJP12-0001

【Submission Date】
【Receiver】

December 13, Hei 26 (2014)
Director General of Japan Patent Office

【Indication of Case】
【Application Number】

2009-445566

【Patent Applicant】
【Identification Number】
【Name】

987654321
Curry Stew

【Representative】
【Identification Number】

876543210

【Attorney】
【Name】

Rice Field

【Telephone Number】
【Number of Sending】

12-3456-7890
987654

【Content of Statement】
1. Gist of Reasons for Rejection
The notification of reasons for rejection drafted on September 7, Hei 26 (2014) and sent on
September 13, Hei 26 (2014), in relation to the present patent application 2009-445566, states that the
invention of claim 1 cannot be patented under Section 29 (1) of the Patent Law on the basis of the cited
reference: Unexamined Japanese Patent Publication No. 67-499999, and the invention of claim 2 cannot
be patented under Section 29 (2) of the Patent Law on the basis of the same cited reference.
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However, the applicant of the present patent application clarified the characteristics of the
present invention by amending the claims with the amendments dated the same day, and believes that
the reasons for rejection have been eliminated. The applicant will hereinafter state the reason. Please
note that the word “claim(s)” hereinafter means amended claim(s) unless noted otherwise.
2. Explanation on Amendments
Claim 1 includes all the limitations recited in former claims 1 and 2, that is, narrows former
claim 2. More specifically, claim 1 adds to all the limitation of former claims 1 and 2 a new limitation
“the tube is a plastic tube, a lateral inner surface of the plastic tube is smaller in natural diameter than
lateral outer surfaces of the pencil and the eraser, and the pencil and the eraser are tightly inserted into
the tube from opposite ends thereof so as to contact each other and thereby secured to the tube without
adhesive.” This added limitation is described in paragraph [0026] of the original specification. Therefore,
the applicant believes that claim 1 does not raise an issue of new matter.
Claim 2 recites a new limitation “a lateral outer surface of the tube has a polygonal cross section.”
This limitation is described in paragraph [0033] and [0041] of the original specification. Therefore, the
applicant believes that claim 2 does not raise an issue of new matter.
Claim 3 recites a new limitation “a lateral outer surface of the pencil has a circular cross section.”
This limitation is described in paragraph [0036] and [0041] of the original specification. Therefore, the
applicant believes that claim 3 does not raise an issue of new matter.
Claim 4 recites a new limitation “lateral outer surfaces of the pencil and the eraser each have a
circular cross section, and lateral outer and inner surfaces of the tube each have a circular cross section.”
This limitation is described in paragraph [0026] of the original specification. Therefore, the applicant
believes that claim 4 does not raise an issue of new matter.
3. Cited Reference, Present Invention, and Comparison therebetween
The cited reference 1 discloses a writing tool having a pencil, a tube and a columnar eraser, as
Examiner pointed out. The tube is formed of tin, and is secured to the pencil with its nails bent inwardly.
The eraser is secured to the tube also with the nails. The nails are biting the lateral outer surfaces of the
pencil and the eraser.
Claim 1 recites a writing tool having a pencil, a tube and a culumnar eraser. The tube secures
the eraser to the pencil. Claim 1, however, further recites characteristics that the tube is a plastic tube, a
lateral inner surface of the plastic tube is smaller in natural diameter than lateral outer surfaces of the
pencil and the eraser, and the pencil and the eraser are tightly inserted into the tube from opposite ends
thereof so as to contact each other and thereby secured to the tube without adhesive.
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With this configuration, since the plastic tube is secured to the pencil and the eraser without
adhesive, the plastic tube can be moved toward the pencil tip a little by little, as the eraser is used and
becomes shorter, as illustrated in Fig. 2 of the present application. In other words, the axial position of
the tube is adjustable for the length of the eraser. Thus, an appropriate amount of the protrusion of the
eraser from the tube can be secured even though the eraser is shortened through the use thereof.
This advantageous effect cannot be obtained by the technique disclosed in Reference 1 cited by
Examiner, because the tube in Reference 1 is secured to the pencil by nail-biting and the eraser is secured
to the tube also by nail-biting. Therefore, the invention according to claim 1 is not within a design
modification that could have easily been made by a person with ordinary skill in the art to which the
present invention pertains prior to the filing of the present patent application. Further, neither
suggestion nor motivation can be found in Reference 1 to lead the person with ordinary skill in the art to
the configuration recited in claim 1. Therefore, the invention of claim 1 well exhibits an inventive step
required in Section 29 (2) of the Patent Law.
Since claims 2 to 4 depend on claim 1, these claims also well exhibit an inventive step required in
Section 29 (2) of the Patent Law.
<Preparatory Supportive Discussions for the dependent claims are desirable, although omitted here.>
4. Conclusion
Since the invention according to any one of claims 1 to 4 well exhibits an inventive step required
in Section 29 (2) of the Patent Law as explained above, the applicant believes that the reasons of rejection
have been eliminated. The applicant, therefore, respectfully asks the examiner for a decision to grant a
patent to the present invention.

Here comes again, Notification of Reasons for Rejection
Reference No.: PJP12-0001

Sending No.: 876543

Sending Date: February 13, Hei 27 (2015)

Number of Patent Application

2009-445566

Drafting Date

February 7, Hei 27 (2015)

JPO Examiner

Orange Juice

Representative of Patent Applicant

Rice Field

Applied Article

Section 29 (2)
<<< < FINAL >>>>
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This application shall be rejected for the reason(s) shown below. Should you have any argument,
you can submit a statement within 3 months from the date of the sending of this notification.
Reason
1.

Since the invention claimed in the present application shown below could have easily been made,

prior to the filing of the patent application, by a person with ordinary skill in the art to which the
invention pertains, on the basis of an invention described in a publication shown bellow, the applicant
cannot obtain a patent for the invention under Section 29 (2) of the Patent Law.

<ref. translation by

AIPPI Japan>

Note
Re. Reason 1
・Claim(s)

1–4

・Cited Reference(s)

1, 2

・Remarks
The reference 1 discloses a pencil having a columnar eraser on its end secured to the pencil by a
tin tube. The reference 1 does not disclose a plastic tube. However, reference 2 discloses an eraser holder
having a rod-like grip, a columnar eraser and a plastic tube. The plastic tube is tightly secured to the
grip and the eraser without adhesion. The longitudinal position of the tube is adjustable for the length of
the eraser. Therefore, the invention according to claim 1 could have easily been made by a person with
ordinary skill in the art by combining the two references 1 and 2.
The reference 2 further discloses a tube having a lateral outer surface having a polygonal cross
section. Therefore, claim 2 could have easily been made by a person with ordinary skill in the art by
combining the two references 1 and 2.
The reference 2 further discloses a tube having a lateral inner surface having a circular cross
section, and a grip and an eraser having a lateral outer surface having a circular cross section. Therefore,
claim 3 could have easily been made by a person with ordinary skill in the art by combining the two
references 1 and 2.
The reference 1 discloses a pencil, a tube and a columnar eraser each having a circular lateral
outer surface. Therefore, claim 4 could have easily been made by a person with ordinary skill in the art
by combining the two references 1 and 2.
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List of Cited References
1. Unexamined Japanese Patent Publication No. 67-499999 <fictional>

2. Unexamined Japanese Patent Publication No. 69-488888 <fictional>

What is “Final”?
The notifications of reasons for rejection are divided into two types, the first one and the final one.
The first notification of reasons for rejection, notifies reasons for rejection for the first time that have
existed since the beginning of the examination. The final notification of reasons for rejection only notifies
reasons of rejection that have arisen from the amendments responding to the previous notification of
reasons for rejection. The decision of rejection is issued when the reasons of rejection notified in the
notification of reasons for rejection, whichever it may be the first or final, have not been eliminated even
by the response.
A claim amendment responding to the final notification of reasons for rejection is very restrictive,
like one after the final office action in the U.S. practice. If the claim amendment responding to the final
notification of reasons for rejection does not comply with the restriction, the amendment shall be declined.
This is also similar to the U.S. practice. The restriction to a claim amendment responding to the final one
is shown in detail in Appendix “1. Characteristics of Japanese Patent Prosecution -- (3) Amendments
(IV).”
Could you find how to respond to this final notification of reasons for rejection with or without an
amendment?
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Consider Divisional Application
If the specification still contains inventions that have not been claimed or examined due to lack
of unity of invention or for some other reasons, you should consider the advantage and disadvantage of a
divisional application specific to the present application and the applicant. If you find it worth, you
should give an advice to your client to that effect, together with information on both the advantage and
disadvantage if any.
For a divisional application, an examiner's first notification of reasons for rejection shall be a
particular one similar to the “final” one if the reasons for rejection already notified against its original
application have not been eliminated. A claim amendment responding to the particular notification of
reasons for rejection is subject to the same restriction as a claim amendment responding to the final one.
You can find the details of a divisional application in Appendix “1. Characteristics of Japanese
Patent Prosecution -- (9) Divisional Application.”
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Try! Prior-art Search
If the applicant had chosen to conduct a prior-art search before filing his/her application, the
prior art documents cited in the examiner’s notification of reasons for rejection would have been found
out beforehand. It could have saved the wasted application, or could have helped to improve the
inventions or modify the application to one more suitable for patenting on the basis of the prior art
documents. Therefore, how to use, in English, the “IPDL (Industrial Property Digital Library)” held by
the JPO will hereinafter be shown.
Try accessing IPDL: http://www.ipdl.inpit.go.jp/homepg_e.ipdl

(1) Key-words Search
You can search the abstracts of patent documents already translated into English with keywords. Try accessing “PAJ:” http://www19.ipdl.inpit.go.jp/PA1/cgi-bin/PA1INIT?1246615105812
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Input key-words. Input date of publication of application and/or IPC, if you need. Click “Search.”
Click “Index Indication.”

→

Click publication number that you like.
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Click “Detail.” Then, the machine-aided translation is started. Short while later, you can find
the English translation of the specification. Figures can be seen without translation.
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(2) Classification Number (FI, F-term) Search
The Japan Patent Office defines its two original patent classification numbers, the FI (File
Index) and F-term (File Forming Term). The FI has a basis on the IPC (International Patent
Classification), and breaks up the IPC into further small classes. The JPO divides the FI into groups.
Each group is given a “Theme Code,” and contains some range of FIs relevant in technical fields. The Fterm divides each Theme Code into further small groups in view points different from the FI. Properly
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selected combination of FIs and F-terms enables time-effective prior-art search. Note that not all the
theme codes have F-terms.
Try accessing “FI/F-term Search:” http://www5.ipdl.inpit.go.jp/pmgs1/pmgs1/pmgs_E

Click “FI.” Then, you can trace a tree of FI.
← Click “B Section”

Click “B43” →
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Click”B43K” →

Click ”29/00” →
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Note “29/02” →

Following is an example of use of FI.

Click “List.”
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→

An example of F-term is shown below. “2C353” is a theme code.
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You can choose an F-term “2C353 FA01,” for example.
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Appendix
1. Characteristics of Japanese Patent Prosecution
(1) World-wide Novelty
Publicly known or publicly worked inventions, as well as those described in a publication, are
determined on a world-wide basis.

(2) Invention Described in Prior-Filed Application
Substantially the same invention as that originally described in a prior-filed and post-laid-open
patent or utility model application is unpatentable. This unpatentability is not applied if the applicants
or inventors are identical between the examined application and the prior-filed one.
Substantially the same invention as that claimed in a prior-filed patent or utility model
application is unpatentable. This unpatentability is applied even if the applicants or inventors are
identical between the examined application and the prior-filed one.

(3) Amendments
(I) The applicant can amend the description, claims and drawings of his/her application:
(i) anytime from the filing date to the very first Office Action;
(ii) during a term for response to an (Examiner’s or Appeal Board Examiners’) Office Action; and
(iii) when the applicant appeals to the Appeal Board.
* “Office Action” here means Notification of Reasons for Rejection.
(II) New Matter should not be added to the Amendments. In other words, the matter that is not
obvious from the description, claims and drawings originally disclosed at the time of filing cannot be
included in the amended ones.
(III) The Amendments should not change the claimed invention from already examined one beyond
unity of invention.
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(IV) Claim amendments during the term for response to the Final Office Action or when the applicant
appeals to the Appeal Board are restricted to:
(i) canceling Claims;
(ii) restricting the claim limitations without changing a technical field nor problem to be solved
(subject to patentability requirements);
(iii) correcting description errors; or
(iv) clarifying unclear descriptions pointed out by the Examiner in the Office Action.
The Amendments during the term for response to the Final Office Action or when the applicant
appeals to the Appeal Board, beyond the permitted range (II) to (IV), will be dismissed instead of bringing
a further Office Action. The dismissal of the Amendments usually results in the Decision of Rejection.
[Ref. 1] What is Restrictively Narrowing Amendment (IV) (ii) all about?
(from JPO’s “Examination Standard of Patent and Utility Model”)

(i) Restriction of the claim limitations means:
restricting one or more claim limitations to their species (lower concepts); or
deleting part of alternatives.
(ii) Identity in a problem to be solved means being:
identical in the problem to be solved; or
technically closely related in the problem to be solved.
(ex. problem being changed to species one; problem remaining within the same type)
ex. from “strength being improved” to “tensile strength being improved;” or from “downsized” to
“lightened”
(iii) Identity in a technical field means being:
identical in the technical field; or
technically closely related in the technical field.
[Ref. 2] Example of Restrictively Narrowing Amendment (IV) (ii)
(from JPO’s “Examination Standard of Patent and Utility Model”)

Claim 1 (before Amendment)
An electronic clinical thermometer comprising:
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a sensor for converting a body temperature to an electric signal; and
an arithmetic circuit for predicting an asymptotic temperature value on a basis of variation in an
output from the sensor.
Claim 1 (after Amendment)
An electronic clinical thermometer comprising:
a sensor formed of a thermocouple for converting a body temperature to an electric signal; and
an arithmetic circuit for predicting an asymptotic temperature value on a basis of variation in an
output from the sensor.
Why does this Amendment fulfill the requirement (IV) (ii) ? Because:
the claim limitation “a sensor for converting…” is lowered in concept level;
the technical field is unchanged; and
the problem to be solved is unchanged.
[Ref. 3] Two types of Office Actions and Decision of Rejection
The First Office Action notifies reasons for rejection for the first time that have existed since the
beginning of the Examination.
The Final Office Action only notifies reasons of rejection that have arisen from the amendments
responding to the previous Office Action.
The Decision of Rejection is issued when the reasons for rejection notified in the Office Action
have not been eliminated even by the response.

(4) Amendments after Issuance of Patent
A patentee can amend his/her patent even after its issuance (by Correction Trial; or Petition for
Correction (during Invalidation Trial)).
The Amendments of a patent are restricted to:
(i) narrowing the scope of the claims;
(ii) correcting description errors or translation errors; and
(iii) clarifying unclear descriptions.
Substantially broadening or changing Claims is not permitted. The Amendments (i) and (ii)
must fulfill the patentability requirements.
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(5) Translation Error Correction of PCT Application
An applicant can correct translation errors in his/her PCT application as the Amendments
before the issuance of a patent. The applicant can, therefore, correct the translation errors even after
finding out the errors by receiving an Office Action. The translation error correction incurs an Official Fee
of 19,000 yen. The applicant can correct translation errors by the Correction Trial or Petition for
Correction even after the issuance of a patent.

(6) Procedure of PCT Application entering into (Japanese) National Phase
A procedure for a PCT Application entering into the Japanese National Phase should be taken
within 30 months from the priority date. The Official Fee (for the submission of a National Form Paper)
is 15,000yen. If the applicant submitted the National Form Paper within 2 months before the 30-month
period expires, he/she can submit the translation of his/her PCT Application within 2 months from the
submission date of the National Form Paper.

(7) Treatment of Software Invention
An applicant can recite a software invention in the Claims even as a program or program
recording medium. Business method, game method, and calculation method are patentable subject
matter if they are implemented by concrete means formed of software and hardware collaborating with
each other. The applicant should recite such concrete means in the claims.

(8) Accelerated Examination
An applicant can enjoy Accelerated Examination beyond normal examination queue by
submitting a petition on or after the Request for Examination. No Official Fee is charged for the petition.
An Application filed to an overseas Office, such as the applicant’s own nation’s, along with the JPO
(including a PCT Application) is eligible for the petition. The petition has to include a prior-art search. A
Search Report issued by the overseas Office can be substituted therefor. A comparison between the
applicant’s Application and the prior art has to be described in the petition.
The applicant can also enjoy Super Accelerated Examination by submitting a petition. The
petition further requires a plan to work the invention of his/her Application within 2 years. An
Application having entered from a PCT Application into the JPO is ineligible for the Super A. E.
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A period from the submission of the petition for Accelerated Examination to the first Office
Action is 2.2 months in average in accordance with the statistics. The period is as short as 1 month or
shorter for the Super Accelerated Examination.

(9) Divisional Application
An applicant can file a Divisional Application on the basis of his/her already filed Patent
Application (i.e., Parent Patent Application). The Divisional Application should not include a new matter
beyond the Parent Patent Application as originally filed. The applicant can file the Divisional Application
during the term for submission of Amendments. For a Parent Patent Application filed on or after April 1,
2007, further terms are given for filing its Divisional Application as follows.
(i) Before April 1, 2009
The Divisional Application can also be filed within 30 days from the Decision of Allowance.
Thirty-day extension is given by the applicant’s petition (with official fee of 2,100 yen paid).
The Divisional Application can also be filed within 90 days from the first Decision of Rejection, (without
appeal to the Appeal Board).
(ii) On or after April 1, 2009
The Divisional Application can also be filed within 30 days from the Decision of Allowance.
Thirty-day extension is given by the applicant’s petition (with official fee of 2,100 yen paid).
The Divisional Application can also be filed within 4 months from the first Decision of Rejection, (without
appeal to the Appeal Board).
The Divisional Application submitted in those periods written under the numbers (i) and (ii)
should not include a new matter beyond the Parent Patent Application either as originally filed nor
immediately before the division.

(10) Conversion of Application
(i) An applicant can convert his/her Patent Application to a Utility Model Application. The Conversion
from a Patent to a Utility Model Application is:
not allowed after 90 days past the first Decision of Rejection; nor
(On or after April 1, 2009, not allowed after 4 months past the first Decision of Rejection)
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not allowed after 9 years and 6 months past the filing date.
(ii) An applicant can convert his/her Utility Model Application to a Patent Application. The Conversion
from a Utility Model to a Patent Application is:
not allowed after the registration of a Utility Model nor after 3 years past the filing date.
(iii) An applicant can convert his/her Registered Utility Model to a Patent Application. The Conversion
from a Registered Utility Model to a Patent Application is:
not allowed after 3 years past the filing date;
not allowed after he/she makes a request for “Technical Evaluation of Utility Model” to the
Japan Patent Office; nor
not allowed after 90 days past the first notice of a request for “Technical Evaluation of Utility
Model” made by another person to the Japan Patent Office.
(iv) A Conversion between a Design Application and a Patent or Utility Model Application is also
allowed subject to certain requirements.

(11) National Priority
1) An applicant can file a Patent (or Utility Model) Application claiming National Priority onto his/her
previously filed Japanese Patent or Utility Model Application (i.e. Basic Application) like Paris Priority
within one year from the filing date of the Basic Application. The Basic Application should remain
pending when the applicant files the Application claiming priority onto the Basic Application. The Basic
Application should not be a Divisional nor Converted one. The Basic Application is deemed to be
cancelled when one year and 3 months past after the filing date of the Basic Application, if the Basic
Application is still pending.
2) The benefits of claiming National Priority are similar to that of Paris Priority. Please note that
adding a new embodiment not substantially identical with the invention described in the Basic
Application to the Application claiming the National Priority loses benefits of the priority in the part
corresponding to the added embodiment even for a generic claim that does not specify but covers the
added embodiment. This practice also applies to Paris Priority under the JPO’s “Examination Standard
of Patent and Utility Model.” (This practice looks specific to Japan. No other nations, such as US, EP, are
like JP. The Case Law might hopefully be replaced in the future.)
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3) Under this practice, the applicant is recommended to keep secret the invention described in his/her
Basic Application until he/she files an Application claiming Priority, if he/she would like to add a new
embodiment beyond substantial identity. Otherwise, even a generic claim not specifying but covering
the added embodiment may be rejected or invalidated, if the added embodiment lacks inventive step
over the invention disclosed in the Basic Application.
[Case Law]

Embodiment in
Basic Application
(Ring like)

Embodiment added
to Priority-Claiming
-Application
(Helical)

Filed during
priority period
by another applicant
(Helical)

A claim, reciting thick and thin portions formed alternately, was rejected due to the prior filed
application disclosing a similar helical form. (“Baby Bottle Cap” Tokyo High Court, Hei-14, Gyo-Ke 539,
Sep. 24, 2003)

(12) Employee Invention
A right to obtain a patent for an employee invention originally belongs to an inventor (employee).
An employer obtains a non-exclusive license on a patent right for the job invention automatically. The
employer can be assigned the right to obtain a patent or the patent right for the job invention from the
inventor (employee) pursuant to a contract or service regulation. The inventor (employee) who has
assigned the right to obtain a patent or the patent right for the job invention can receive reasonable
remuneration.

(13) Foreign Language Application
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An applicant can file a Patent Application with a description, claims, drawings and abstract
written in English language. The official fee for filing this Foreign Language Application is 24,000 yen.
The applicant should submit Japanese translation of the Application documents within 1 year and 2
months from his/her priority date (i.e., the filing date of his/her first application onto which Paris Priority
is clamed). For a Divisional or Conversion Application written in English, Japanese translation can be
submitted within 2 months from the filing date even after the “1 year and 2 months” period has past.
Translation errors can be corrected like those in the PCT translation.

2. Outline of Utility Model
(1) Restricted Subject Matter
A subject matter is restricted to “shape, construction or combination of articles” for a Utility
Model registration. Method or material is not a subject matter, for example.

(2) No Substantial Examination
A Utility Model is registered without Substantial Examination but with Basic Examination.
In Basic Examination, the Application to which one of following conditions applies is subjected to the
order of Amendments.
(i) The claimed invention is not a subject matter;
(ii) The claimed invention is liable to go against public order, morality and health;
(iii) The claimed invention does not fulfill formality requirements to Claims or unity of invention;
or
(iv) The Description, Claims or Drawings lacks a necessary matter, or is very unclear.

(3) Lower Inventive Step
Inventive step standard is lower than that for a Patent under the statutory law. The standard is
such a level that a skilled person in the art would have created a device “very” easily. The Patent Law
has no “very” word in the standard.
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(4) Shorter Duration of Right
A Utility Model right expires when 10 years past the filing date. (Note: 6 years, if filed before
April 1, 2005)

(5) Requirements for Enforcement
An owner of a utility model right cannot enforce his/her Utility Model Right without giving a
warning showing the JPO’s “Technical Evaluation Report of Utility Model” to his/her alleged infringer.

(6) Burden of Damages
Once a Utility Model registration has been invalidated after the owner of the utility model right
enforced the Utility Model Right, he/she should shoulder a burden to prove his/her no negligence against
a demand for damages.
How no negligence can be proved? No Case Law is present on this matter.
The Japan Patent Office states its opinion in a printed publication “Commentary on the Code of
Industrial Property Rights Law,” 17th edition (2008), Japan Institute of Invention and Innovation.
Even if the owner of a utility model right enforced his/her Utility Model right based on the
Technical Evaluation Report not denying its validity:
(i) if the Utility Model registration has been invalidated based on the prior art found beyond a
search range in the Technical Evaluation Report, the owner of the utility model right should have taken
due care, e.g., performed his/her own search within a necessary range; and
(ii) if the owner of the utility model right had known the prior art that gives a ground for the
invalidation when enforcement, he/she has no immunity against the demand.

(7) Advantage of Utility Model Registration
An applicant can obtain an exclusive right quickly by filing a Utility Model Application.
Therefore, if he/she would like to protect his/her technically creative goods to be placed in the market
soon with a short life-cycle, the Utility Model Application may be a choice.
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３. Basic Writing Form of Claims
1.

An ABC apparatus comprising:
an XXX including an X1 for doing…, the X1 being provided with…;
a YYY (being) connected with the X1 for doing…; and
a ZZZ being... (, wherein
the XXX is..., and the ZZZ does...) .

【請求項１】(Japanese writing form)
～を有する X1 を含み、～する XXX と、
前記 X1 に接続され、～する YYY と、
～である ZZZ と、
を備え（、前記 XXX は～であり、前記 ZZZ は～す）る ABC 装置。
2.

The ABC apparatus according to claim 1, wherein the YYY is....

【請求項２】(Japanese writing form)
前記 YYY は～である、請求項１に記載の ABC 装置。
3.

An ABC method comprising the steps of:
providing a PPP;
feeding the PPP with a QQQ, the QQQ being…; and
implementing an RRR by use of the PPP fed with the QQQ (, wherein

the step of implementing the RRR is…).
【請求項３】(Japanese writing form)
PPP を準備する工程と、
前記 PPP に、～である QQQ を供給する工程と、
前記 QQQ が供給された前記 PPP を用いて、RRR を実行する工程と、
を備え（、前記 RRR を実行する前記工程は～であ）る ABC 方法。
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